THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.

Paper No. 12

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex _parte ROBERT J. M LETI

Appeal No. 96-3885
Appl i cation 08/ 255, 0761

ON BRI EF

Bef ore COHEN, STAAB, and CRAWFORD, Adninistrative Patent Judges.

COHEN, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
through 3, 7 through 10, 13 through 17, and 19. The exam ner has
indicated that claim 18, the only other claimremaining in the

application, is objected to as bei ng dependent upon a rejected

! Application for Patent filed June 7, 1994, which is a
continuation-in-part of application 08/ 018,839, filed February
18, 1993, now abandoned.
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claim but would be allowable if rewitten in independent form
including all of the limtations of the base claimand any

i ntervening clains.

Appel lant’ s invention pertains to a toy for being | aunched
by a person in a manner simlar to a sling through the air to
inpart speed to the toy and create airflow past the toy, to a
process of preparing a readily packagable throwing toy, to a
throw ng toy, and to a toy for being | aunched through the air to
inpart speed to the toy and to create airflow past the toy. An
under standing of the invention can nore fully be derived froma
readi ng of exenplary clains 1, 8, 15, and 19, as they appear in

the application file. 2

As evi dence of obviousness, the exam ner has applied the

patents |isted bel ow

Kl ahn et al. (KIahn) 4,151, 674 May 1, 1979
St auf f er 4,290, 226 Sep. 22, 1981
Wat er s 4,624, 648 Nov. 25, 1986
Hil 4, 790, 788 Dec. 13, 1988

2 W have relied upon the clains as they appear in the
application file in light of errors found in the copies of the
cl ai ns appended to appellant’s brief.
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The following rejections are before us for review

Clainms 1 through 3, 6, 7, and 19 stand rejected under 35
U S C 8 103 as being unpatentable over H Il in view of Wters,

and vi ce versa.

Clains 1 through 3, 6, 7, and 19 stand rejected under 35
U S C 8§ 103 as being unpatentable over H Il in view of Wters,

and vice versa, as applied above, further in view of Stauffer.

Clains 8 through 10 and 13 through 17 stand rejected under
35 U.S.C. §8 103 as being unpatentable over H Il in view of
Waters, and vice versa, as earlier applied, further in view of

Kl ahn.

Clains 8 through 10 and 13 through 17 stand rejected under
35 U.S.C. 8§ 103 as being unpatentable over H Il in view of
Waters, and vice versa, as earlier applied, further in view of

Stauffer and Kl ahn .

The full text of the examner's rejections and response to

t he argunent presented by appellant appears in the answer (Paper
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No. 11), while the conplete statenent of appellant’s argunent can

be found in the brief (Paper No. 10).

OPI NI ON

I n reaching our conclusion on the obviousness issues raised
in this appeal, this panel of the board has carefully considered
appel l ant’s specification and clains,® the applied patents,* and
the respective viewoints of appellant and the examner. As a
consequence of our review, we nmake the determ nation which

foll ows.

We do not affirmany of the exam ner’s rejections of

SInclains 1 and 19, lines 4 and 3, respectively, change
“A” fromthe upper case to the lower case --a--. Caim1l, line
8, “won” should apparently be --own--. Dependent clains 2, 3, 6,
and 7, line recite a “throw ng” toy, while parent claim1l does

not .

“In our evaluation of the applied patents, we have
considered all of the disclosure of each patent for what it would
have fairly taught one of ordinary skill in the art. See In re
Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 ( CCPA 1966).
Additionally, this panel of the board has taken into account not
only the specific teaching of each patent, but also the
i nferences which one skilled in the art woul d reasonably have
been expected to draw fromthe disclosure. See In re Preda 401
F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).
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appellant’s clains under 35 U. S.C. 103.

Initially, we nake note of the follow ng claimlanguage
interpretations. W understand the recitation of “substantially
rigid’, relative to the ring-like structure, to denote arigid
structure that may have sone flexibility (specification, page 6).
As to the “ring-like” structure, we understand this recitation to
denote a structure that is as round as possible, but not having
perfect roundness (specification, page 6). As regards to the
recitation of “sheetlike”, we understand that termto denote
sonmething akin to a sheet (specification, page 6) that is thin in

conparison to its length and breadth.

We turn now to the exam ner’s obvi ousness rejections.

Each of the examner’s rejections is founded upon the basic

conbi nation of the H |l and Waters patents.

Sinply stated, we are of the view that one having ordi nary
skill in the art would not have been notivated to nodify the
aerial toy of H Il as proposed since the specified alteration

woul d destroy the patentee’s intended functioning of the toy.
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More specifically, the H Il patent points out (colum 2, lines 35
t hrough 43) that by “conpressing” the toy to where the trailing
sides neet and throwing it with a rifling action, as the toy is
rel eased the flexible cylinder rebounds to its rest or open shape
as it leaves the thrower’s fingertips. Thus, the patentee
desires a conpressible and flexible cylinder (sail or airfoil)

whi ch can automatically return to its open shape. Replacing the
conpressible sail of HIl with a trailing portion not intended to
be conpressed and with a rebound function (Waters), as proposed,
woul d clearly defeat patentee Hill’ s objective for his aerial

t oy.

Consi dering the examner’s alternative application of the
applied art, it |ikew se appears to us that the collective
teachings | ack any express or inplicit incentive for conpletely
altering the disclosed use of the aerial toy of WAters based upon

the H Il teaching of a distinctly different aerial throw ng toy.

We have al so assessed the respective teachings of Stauffer
and Kl ahn but find that they do not overconme the noted

deficiencies of the H Il and Waters references.
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NEW GROUNDS OF REJECTI ON

Under the authority of 37 CFR 8§ 1.196(b), this panel of the

board introduces the follow ng new grounds of rejection. °

Clains 1 and 19 are rejected under 35 U S.C. 8§ 102(b) as

bei ng antici pated by Waters.

Anticipation under 35 U S.C. 8102(b) is established
only when a single prior art reference discloses, either
expressly or under principles of inherency, each and every

el ement of a clained invention. See In re Paul sen, 30 F.3d 1475,

1478- 1479, 31 USPQd 1671, 1675 (Fed. Cr. 1994), In re Spada,

911 F.2d 705, 708, 15 USP2d 1655, 1657 (Fed. Cr. 1990), and RCA

Corp. v. Applied Digital Data Systenms, Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. Cr. 1984). However, the |aw of
anticipation does not require that the reference teach
specifically what an appell ant has disclosed and is claimng but
only that the clains on appeal "read on" sonething disclosed in

the reference, i.e., all limtations of the claimare found in

> This panel of the board has considered appellant’s view of
the Waters patent as expressed in the brief (pages 6 and 7).

7
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the reference. See Kalman v. Kinmberly dark Corp., 713 F.2d 760,

772, 218 USPQ 781, 789 (Fed. Cir. 1983); cert. denied, 465 U S

1026 (1984).

The aerial toy of Waters (Figure 5; colum 4, line 43 to

colum 5, line 6) conprises, inter alia, a substantially rigid
ring structure (forward portion) and a cylindrical sleeve
(trailing portion) of cloth, cloth-like (Nylon), or plastic

(pol yet hyl ene) sheet. The aforenentioned sl eeve of the noted
material is understood to be in a coll apsed state w thout

airflow Further, the toy is perceived to be clearly capabl e of
bei ng | aunched by a person in a manner simlar to a sling through
the air to inpart speed to the toy and to create airfl ow past the
toy (claim1l) and clearly capable of being | aunched through the
air to inpart speed to the toy to create airflow past the toy
(claim19). The toy of clains 1 and 19 is, accordingly,

anticipated by the aerial toy teaching of Wters.

Clains 2, 3, 6 and 7 are rejected under 35 U S.C. § 103 as

bei ng unpat ent abl e over Waters.

In our opinion, the disclosure in Waters (Figures 10, 11
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colum 6, lines 64, 65) of a plastic tube 55 would have been
suggestive of the selection of an appropriate material from anong
conventional plastic materials (clains 2 and 3). Simlarly, the
teachi ng of plastic sheets (such as pol yethyl ene) by Waters
(colum 5, lines 3 through 6) would have been suggestive of the
sel ection of an appropriate plastic material (claim®6). In our
opinion, the recitation of “sewi ng or other conveni ent operation”
by Waters (colum 3, lines 52 through 55) woul d have been
under st ood as enconpassi ng ot her known fornms of securenent and

suggestive of, for exanple, adhesive (claim7).

Thi s deci sion contains a new ground of rejection pursuant to
37 CFR 8 1.196(b)(anended effective Dec. 1, 1997, by final rule
notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203 Of.
Gaz. Pat. & Trademark Ofice 63, 122 (Cct. 21, 1997)). 37 CFR §
1.196(b) provides that, “A new ground of rejection shall not be
considered final for purposes of judicial review’

37 CFR 8 1.196(b) al so provides that the appellant, WTH N

TWDO MONTHS FROM THE DATE CF THE DECI SI ON, must exerci se one of

the followng two options with respect to the new ground of
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rejection to avoid termnation of proceedings (8 1.197(c)) as to
the rejected clains:
(1) Submt an appropriate anmendnent of the clains
so rejected or a showng of facts relating to the
clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.
(2) Request that the application be reheard under

§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sane record.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

In summary, this panel of the board has REVERSED each of the
examner’s rejections under 35 U.S.C. § 103. Additionally, new
grounds of rejection have been introduced pursuant to 37 CFR § 1.

196(b) .

10
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The decision of the exam ner i s reversed.

REVERSED

37 CFR § 1.196(b)

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT
LAWRENCE J. STAAB

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

MURRI EL E. CRAWORD
Adm ni strative Patent Judge

N N N N N N N N N N N N N
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St. Onge Steward Johnson & Reens
986 Bedford Street
Stanford, CT 06905
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